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WFMARKS 

Ctos24-47 3rec^ntlypendi«g. Claims 43-45;havebeenwithdrawnfiom consideration. 
Claims 24 and 32 have been amended to further define the invention. Support for the claim 
amendment may be found on page 6. lines 17-30. No new matter has been added. 

1. P^j ^rtinns unde r C. 6103fa^ 

Tl.e Examiner has rejected claims 24-^2 and 46-47 for the reasons set forth in the Office 
Action ofMay 13, 2003. H.e Examiner had rejected the claims as being obvious in view of Gill et 
al. (US Patent No. 4,892,590). Gill is directedto a paper. making process comprising chemical pulp 
(,.e.uncoatedwood-fiMpaper)whereasthepresentinventionis directed to regulati^^ 

andprintingprocessesofuncoatedw^oicor^ 

personofordinaryskiUmtheartwouldnotbemotivated to modify GUlinthemanner suggested 
the Examiner because (1) the skilled artisan would know that there are significant technical 
differences between utilizing wood-contaming papers versus chemical pulp (wood-free pulp or 
paper)mtbepapermanufacturingproeess;(2)the skilled artxsanwouldhavenobasisto^^^^^ 

colloidalPCCwould work asaporosity controlling agentinatechnieally different pape.-^^ 
wood-conta.ning paper) and (3) that the skilled artisa,, based on the teachings of Gill, would not 
,ave a reasonable expectation of success .f he attempted to utilize colloidal PCC to regulate the 
porosityofuncoatedwood-containingpaper. The Examiner states that these argumentsh^^^ 

fully considered but were not found persuasive. 

Tlxe Examiner spccificallystates that theclaims do not sufficientlydefinethepaper or pulp 

usedintheinstantpn.ccssbecausethedist.nct,onbetweenwood.freeandwood-comam^^^ 
unclear (See page 2 of the Office Action: "there seems to be overlapping ranges in the amount of 
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Ugmn com™,ag p.lp ta *c paper. ..e. page 6 of the speciflcaHon. lines 1 7-30 . . .). The Bxan,iner 
argues fta, based on to passage, a paper could be defined as bo* a wood-free and a «cod. 
comaining paper, AppUean. has an.e„ded fte claims to ov«come Uns problem. I„tt,eam«,ded 
claims. d.e»ood^.3ini"SPap="r pulp us«lin*epir«=essmus,have at l«s,10%byweigh, of 

are pulp be lignin-containing pulp. Thus, the distinction between wood-fc. and w«>d-coat.imng 
paper is now clear. Wood-ftee paper is defined as paper in which fessftan 10% by weight otthe 
pdpisgro»ndwoodoroth=rUgnin-containi»gpulp.And^wood<onBuningpaperi.definedaspaper 

in which at least 10% by weigh, of the pulp is groundwood or other UgniD-con^uning pulp. Tito 
caimsasamendednowclearlydofmethepulporpaperusedintheprocss^rfclearlydistinguish 

iJie present invention over the prior art reference. 

AppHcantoffersthefollowingcotnmentsinresponsetotheExa^^^^^^^ 
daims32-42. Il.e Ex^ner has stated that even if the differences between wood-fi^e and wood- 
containing paper, were resolved, the Gill reference would still read on claan. 32^^^ 
clalnas do not require the paper to be wood^containingj Applicant strongly disagree. Dependent 
claims 3306 depend from claim 32 which defmes the paper as an "uncoated woo^conta^ 
paper". The Examiner's statement with respect to claiiiis 32-36 is clearly m error as these claims are 

directed to wood-eontaining paper. With respect to claims 37^2, these claims relate to specific 
types of paper characterized by the content of PCC. llius, these Claims do not need to be limited to 

onlywood-containingpaper.Accordingly,Applicant.nbmitsthatclairns37.42a^^ 
distinguishable over the cited prior art reference. 
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In view 



of the foregoing remarks. AppHcant submits that the claims as amended have dearly 
defined the pulp or paper used in the process in order to ir^dicate allowabiUty of the claims. As such. 
Applicant respectfully requests reconsideration and removal of the rejection, 

I 

Favorable consideration and early allowance of all of the claims ,s soUcited. 

Should there be any outstanding matters that need to be resolved in the present application, 
the Examiner is respectfully requested to contact Leonard R. Svensson (Reg. No. 30,330) at the 
telephone number of the undersigned below, to conduct an interview in an effort to exp^iite 
prosecution in connection with the present apphcation. , 

If necessary, the Commissioner is hereby authorized in this, concurrent, and future repUes. to 
charge payment or credit any overpayment to DepositAccoumNo.02-2448 for any a 

required under 37 CFJl. §§ 1.16 or 1.17; particularly, extension of time fees. 



Respectfully submitted, 

j hereby Certify thal this correspondence is being ^rj, ^-u STEWART, KOLASCH & BIRCH, LLP 
facsimile^nsniittBd to ttw Patent and BIRCH, i»|C.vvAiti, 

^7 . L^rOfiOcl- 





Typetf or printed tvam of petson ai^ng csrtiflG^ 
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